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DETAILED ACTION 

Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 1-83 and 87-95 are rejected under 35 U.S.C. 1 12, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

All of the claims are defined in part by a required formula (see claim 1). 
However, the scope of polymers defined by this formula is indefinite in view of the 
following. 

(a) The fomriula includes the requirement that "m" be either 1 .10 to 1 .25 or 
greater than 1 .5, and the specification has stated that "The best fit value of this equation 
yields the value of m for copolymerization of the isoolefin and multiolefin in each diluent" 
(paragraph [0096]), and a plot which appears to form the basis of determining the best 
fit is shown as Fig. 4. Therefore, given the manner in which the specification has stated 
the value of m is determined, it is not understood how the value of m can be determined 
for an individual copolymer. If m is determined over a range of conditions in each 
diluent, it would appear determining m for an individual polymer is not possible. The 
claims are indefinite because one of ordinary sicill in the art could not determine whether 
a particular polymer falls within the scope of those claimed. 
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(b) The meaning of "m" is further indefinite in that the manner in which the "best 
fit" is determined is ambiguous. Specifically, the specification has stated that "The best 
fit value of this equation yields the value of m for copolymerization of the isoolefin and 
multiolefin in each diluent" (paragraph [0096]), and a plot which appears to form the 
basis of determining the best fit is shown as Fig. 4. The formula is a quadratic function 
which is necessarily non-linear, and the placement of the "best fit" line will depend 
entirely on the number of points and the breadth of mole ratios measured. Since the 
claims are silent on all parameters required in determination of a best fit, the result 
would be arbitrary over a substantial range of values. Therefore, the claims are 
indefinite because they do not provide for an unambiguous determination of m. 

(c) The claims are further indefinite because the manner in which "A" is defined in 
the claims is not consistent with the apparent manner in which A is detemiined in the 
supporting examples. Specifically, the claims require than A is the molar ratio of 
multiolefin to isoolefin in the copolymer. However, Examples 149-152 (the only 
examples which have made a determination of required parameter m) report only the 
mole%, and Figure 4 has used mole% in the apparent determination of the best fit (i.e., 
"m"). Mole ratio is not equivalent to mole%, and the inconsistency raises the question of 
whether the claims intend for A to correspond to mole%. 

The claims set forth a polymer requiring the highly obscure property "m", yet the 
claimed range Is very close to polymers which appear to correspond to those made 
using prior art procedures (see Table 26). Furthermore, all of the claims rely on the 
formula of claim 1 as the central feature. Accordingly, a proper review of the prior art 
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(including those reference cited on the IDS) will be deferred until the above issues have 
been clarified. 

3. Any Inquiry concerning this communication or earlier communications from the 
examiner should be directed to Roberto Rabago whose telephone number is (571) 272- 
1 109. The examiner can normally be reached on Monday - Friday from 8:00 - 4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Wu can be reached on (571) 272-1 1 14. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status Information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-91 99 (IN USA OR CANADA) or 571 -272-1 000. 
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